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DETAILED ACTION 
Status of Claims 

This communication is in response to amendment and remarks filed on November 29, 

2006. 

• Claim 36 has been amended. 

• Claims 1-35 and 41-43 were previously cancelled. 

• Claims 36-40 remain pending. 

Response to Arguments 
The examiner has withdrawn the rejection under 1 12 1st paragraph in light of the 
amendment. 

The examiner has further withdravm the rejection detailed in the previous action under 
1 12 2"^^ paragraph, however, Applicant(s) are reminded that optional or conditional elements do 
not narrow the claims because they can always be omitted. See e.g, MPEP §2106 II C: 
"Language that suggest or makes optional but does not require steps to be performed or does not 
limit a claim to a particular structure does not limit the scope of a claim or claim limitation. 
[Emphasis in original.]"; and In re Johnston, 435 F.3d 1381, 77 USPQ2d 1788, 1790 (Fed. Cir. 
2006) ("As a matter of linguistic precision, optional elements do not narrow the claim because 
they can always be omitted."). "As a matter of linguistic precision, optional elements do not 
narrow the claim because they can always be omitted." In re Johnston, 435 F.3d 1381, 77 
USPQ2d 1788, 1790 (Fed. Cir. 2006)(where the Federal Circuit affirmed the Board's claim 
construction of "further including that said wall may be smooth, corrugated, or profiled with 
increased dimensional proportions as pipe size is increased" since "this additional content did not 
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narrow the scope of the claim because these limitations are stated in the permissive form 
'may.'"). 

Applicant's arguments filed on 1 1/29/06 have been fully considered but they are not 
persuasive. Applicant's argument distinguishing the host device of the claimed invention from 
the cited reference is unpersuasive, especially since Applicant notes such a host device may be a 
personal computer (response p. 4) or "any physical device that embeds an engine (spec. p. 22, 
line 28)." 

Nanoka discloses: 

[0462] Thereafter, in step S36-6, the signature processor 189 checks the integrity of the 
signature data SIG.sub.Kl,ESC v^ithin the key file KF shovra in FIG. 3B, i.e., the integrity of the 
creator of the key file KF, by using the public key data K.sub.ESC,P read from the storage unit 
192, and also checks whether the key file KF is registered in the EMD service center 102. 

Nonaka anticipates applicant's amendment of "establishing a secure session by 
transmitting a session key to the host device" in that it can be mutually authenticakd utilizing a 
session key each time [0427-0444]. 

Claim Rejections - 35 USC § 112, 2"^ paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 39 recites the limitation "the revocation file" in line 2 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 36-40 are rejected under 35 U.S.C. 102(e) as being anticipated by Nonaka et 
ah (hereinafter Nonaka), US 2003/0046238 Al. 

As per the following claims, Nonaka discloses: 

36. A method of revoking a host device on a file-by-file basis, comprising: 

• receiving at a storage engine a certificate from the host device, the certificate 
containing a digital signature (^43 5, 462-494); 

• authenticating the digital signature (^22-28, 54-66; figures 60, 61 and associated 
text); 

• establishing a secure session by transmitting a session key to the host device 
(11427-444); and during the secure session: 

• receiving at the storage engine a file request from the host device, the file request 
being directed to a file stored on a storage medium accessible to the storage 
engine (^435, 671-675); 

• reading a revocation list associated with the file from the storage medium, the 
revocation list containing at least one rule, the at least one rule associating data in 
the revocation list with data in the certificate (11435, 671-675); 
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• applying the al least one rule on the data in the revocation list and the associated 
data in the certificate (11247); and 

• if the application of the at least one rule provides a failing result, denying the file 
request (T|671-675; figures 60-61). 

37. The method of claim 36, wherein the at least one rule comprises a plurality of rules 
(11247,857,1085-1087). 

38. The method of claim 36, wherein the storage medium is an optical disk (1|221). 

39. The method of claim 36, wherein the application of the at least one rule act 
comprises matching the data in the revocation file with the data in the certificate (11225, 256, 
283). 

40. The method of claim 36, further comprising: if the application of the at least one rule 
provides a successful result, granting the file request (1|262-276; 359-370). 

41. CANCELED. 

42. CANCELED. 



43. CANCELED. 
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Although the Examiner has pointed out particular references contained in the prior 
art(s) of record in the body of this action, the specified citations are merely representative of 
the teachings in the art as applied to the specific limitations within the individual claim. Since 
other passages and figures may apply to the claimed invention as well it is respectfully 
requested that the applicant, in preparing the response, to consider fully the entire references 
as potentially teaching all or part of the claimed invention, as well as the context of the 
passage as taught by the prior arts or disclosed by the examiner. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley B. Bayat whose telephone number is 571-272-6704. The 
examiner can normally be reached on Tuesday-Friday 8 a.m. -6:30 p.m.. 



Application/Control Number: 09/939,896 



Page 7 



Art Unit: 3621 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on 571-272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only! For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Bradley B. Bayit 
Primary Examiner 
Art Unit 3621 




